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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments filed 4/1 1/2008 have been fully considered. The Examiner's 
response is incorporated in the instant Office action. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 17, 18, 20-22, 24-26 and 28-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fox et al. (US Patent No. 6,560,581) in view of Hoffman et al (US Patent No. 
5,613,012), or Kawakita (JP408287202A, November 1, 1996). 

The Examiner's response to applicant's arguments is incorporated herein. 

As per claims 17, 21 and 25, Fox et al disclose a system and method for accounting for a 
fee concerning service provided to a user by a service provider such as a merchant. The system 
and method comprise step or means for: 

Receiving from the service provider a charge collection request based on a service 
request sent from the user to the service provider; 
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Informing the charge collection to the user based on the charge collection request 
received from the service provider and 

Verifying validity of the charge based on the service request and digital signature based 
on the service request. 

Applicant is referred to column 24, line 31 to column 26, line 2 of Fox et al. 

Fox et al does not explicitly teach "when an objection to the fee is received from the 

user", performing the verifying function. As per this limitation, the Examiner asserts that in 

most transactions, the consumer is usually presented with a statement acknowledging a purchase 

order or verifying that the costs or charges made by a merchant are correct before proceeding 

with making an actual payment. An objection to the costs, charges or fees would have then been 

made by the purchaser or buyer in the case of a conflict or dispute of the charges. Performing 

the same function in the system of Fox et al. would have been obvious to one of ordinary skill in 

the art in order to prevent disputes between al involved parties in the transaction. 

As per the limitation of "wherein information stored on the storage medium cannot be 
modified using software techniques ", the 'Examiner asserts that it would not make sense to 
alter a digital signature by the parties involved in the system of Fox et al and as such, it 
would not also make sense to alter the digital signature of the claimed invention. If the 
digital signature in the storage medium is modified, then digital signature will be doubtful or 
not credible. Thus, preventing the service requests and the digital signature in the storage 
medium from being modified would have been obvious to one of ordinary skill in the art to do 
at the time of the invention. The motivation would have been to allow the digital signature to 
remain genuine. 

As per the limitation of "when an objection to the fee is received from the user, verifying 
validity of the charge collection b ased on said service request data and digital signature data, said 
digital signature data being generated based on said service request data". . .wherein. . . the digital 
signature is created from a name of the user and an account number of the user using the user 
terminal ", the Examiner disagrees with the applicant's assertion that the system and method of 
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Fox et al is unsecured. The Examiner asserts that most transactions or business transactions 
being performed via a network or the Internet are usually secured or encrypted as a safety 
measure against hackers. In any event, securing or encrypting a transaction or message or file is 
well known in the art the time of the applicant's invention. Hoffman et al disclose a system and 
method for providing a tokenless identification system whereby a message is encrypted using a 
digital signature. The digital signature is created from a name of a user, biographical data (or 
user personal information) and an account number of the user. See column 33, lines 1-8 of 
Hoffman et al. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the teachings of Hoffman et al into Fox et al in order to provide a more secure 
system whereby a digital signature is tied to a user's information. 

Applicant's representative argues that the prior art taken alone or in combination failed to 
teach or suggest the added features of the service request and the digital signature data for 
verifying are provided via "a removable storage device constituted by hardware , connectable to 
a user terminal ". 

In response, the Examiner notes that the combination of Fox et al and Hoffman teach a 
service request and a digital signature for verifying data are provided via a storage medium 
connectable to a user terminal with the only difference being that the storage medium is not a 
removable storage device such as an IC card constituted by hardware, connectable to a user 
terminal. The Examiner further notes that in both the combination of Fox et al/Hoffman et al, 
and the claimed invention, a request and a digital signature for verification purposes are provided 
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via a storage medium connectable to a user terminal. The data being provided via software or a 
hardware device is not a patentable difference because the type of software or hardware the data 
is stored and/or obtained should not be the disputable inventive concept or invention. The type 
of storage device to store/capture the service request and digital signature is left as an obvious 
choice to the user. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Fox et al and Hoffman et al to have the service request and digital 
signature data for verifying being provided via a removable storage such as an IC card in order to 
facilitate users with a portable device which can easily be carried by the user. 

Applicant's representative argues that the combination of Fox and Hoffman 
fails to teach or suggest "the service request data and the digital signature data for 
verifying validity of the charge collection are provided via a removable storage 
device, constituted by hardware, connectable to a user terminal". 

In response, the combination of Fox and Hoffman teaches all the claimed 
feature with the exception that there is not included a storage device. In absent of 
such a teaching, the Examiner had properly provided an obvious statement with a 
sound rationale and motivation for introducing a portable card in the combination 
of Fox and Hoffman. The applicant's representative disagrees and requests a prior 
art denoting this teaching. In response, the Examiner asserts that providing a 
datacard having a digital signature and for storing data is old and well known at 
the time of the applicant's invention as specifically noted on page 5, first paragraph 
of the applicant's specification. 
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Furthermore, Kawakita discloses a system and method for certifying IC card. 
Verification data are transmitted from the IC card to the a data center. See the 
provided document. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Fox et al with the prior art technique 
used in the applicant's specification and/or the teaching provided by Kawakita to 
have the service request and digital signature data for verifying being provided via 
a removable storage such as an IC card in order to facilitate users with a secured 
portable device which can easily be carried by the user. 

As per claims 18 and 20, 22 and 24, 26 and 28, in the combination of Fox et al, 
Hoffman, applicant's prior art and Kawakita, the service request and the digital signature are 
provided from the user and/or from the service provider. Note also column 24, line 3 1 to column 
26, line 2 of Fox et al. 

As per the limitation of "wherein the service requests and the digital signature for 
verifying are provided via a storage medium connectable to a user terminal". See Kawakita and 
the applicant's prior art description. 

Furthermore, Fox et al are directed to a system and method for facilitating electronic 
payments between a consumer and a service provider or merchant providing goods/services to 
the consumer. In so doing, Fox et al teach that each entity, the consumer and the service 
provider is connected to a server via a communication system, registers to a certified binding 
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server that all participants trust for verifying service requests and digital signature. See column 
5, line 62 to column 6, line 20. Fox et al state: 

"During the registration process (FIG. 1), the computing units 24(a)-24(c) at the participants 22(a)-22(c) 
are each programmed to generate and send a registration packet over the communication system (as represented by 
communication paths 30(a)-30(c)) to the credential binding server 28 at the trusted credential authority 26. The 
credential binding server 28 is programmed to produce unique credentials for each participant based upon their 
registration packets and to send the credentials 32(a)-32(c) back over the communication system (as represented by 
communication paths 34(a)-34(c)) to the multiple computing units 24(a)-24(c). These credentials are digitally signed 
by the trusted credential authority and will be used to identify and authenticate other participants during the 
commerce transaction. It is noted that the registration process requires interaction between each participant and the 
trusted credential authority". 

From this passage, it is clearly seen that the service requests and the digital signature for 
verifying are provided via a storage medium connectable to a user terminal. Fox et al further 
state: 

"Each commerce transaction has at least one originating participant and one or more recipient participants. 
A computing unit 24(a) at the originating participant 22(a) is programmed to request and receive the 
credentials of all intended recipient computing units 24(b) and 24(c). The originating computing unit also 
verifies the credentials by checking the digital signature of the trusted credential authority. The originating 
computing unit 24(a) then generates commerce document(s) 36 and commerce instrument(s) 38 that are 
appropriate for the type of commercial transaction. The document(s) and instrument(s) are both encrypted 
and sent together over a communication path 40 to the computing unit 24(b) at the first recipient participant 
22(b). The document(s) and instrument(s) are encrypted using appropriately different keys so that only the 
participants to whom the document(s) or instrument(s) pertains can decrypt them. ". 

Thus, Fox et al teach verifying validity of the charge based on a service request and 
digital signature generated based on the service request and wherein the service requests and the 
digital signature for verifying are provided via a storage medium connectable to a user terminal. 

Again, the only difference between Fox et al and the claimed invention is that the 
verifying function is done regardless an objection to the fee is received from the user. 
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Performing the verifying function only when an objection to the fee is received from the user 
would have been obvious to one of ordinary skill in the art to do when viewing the system and 
method of Fox et al in order to instantly clarify terms and conditions of payments between the 
different participants involved in a transaction so as to avoid future financial disputes. 

The Examiner refers the applicant to column 24, line 3 1 to column 26, line 2 and a 
further reading of columns 2 2-30 of Fox et al for further teachings of the applicant's newly 
added limitations. 

As per claims 28-31, the service request and the digital signature for verifying are 
provided from the service provider and the storage medium comprises hardware. See column 7, 
lines 8-25 and columns 22-30 of Fox et al. The hardware being an IC card is discussed above. 

Conclusion 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frantzy Poinvil whose telephone number is (571) 272-6797. The 
examiner can normally be reached on Monday- Thursday from 7:30AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
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more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Frantzy Poinvil/ 
Primary Examiner 
Art Unit 3692 
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